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Period for Reply 
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_MONTH(S) FROM THE MAILING DATE 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE. 
OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

• If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication . 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 



Status 



5>tfesponsive to communication(s) filed on. 
□^is action is FINAL. 

□ Since this application is in condition for allowance except for fomial matters, prosecution as to the merits Is closed in 
accordance with the practice under Ex parte Quayie, 1935 CD. 1 1; 453 O.G. 213. 



Disposition of Claims 

Q<5raim(s) 



. is/are pending in the application. 



Of the above claim{s)- 

□ Claim(s) 

e^aim(s) 

□ Claim(s) 



is/are withdrawn from consideration. 



. is/are allowed. 



is/are rejected. 
- is/are objected to. 



□ Claim(s)- 



- are subject to restriction or election 
requirement. 



Application Papers 

□ See the attached Notice of Draftspers6n*s Patent Drawing Review, PTO-948. 

□ The proposed drawing correction, filed on is □ approved □ disapproved. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 (aHd) 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 



□ received in this national stage application from the Intemational Bureau (PCT Rule 1 7.2(a)). 

•Certified copies not received: 

Attachment(s) 



□ Infomnation Disclosure Statement(s), PTO-1449, Paper No(s).. 

□ Notice of Reference(s) Cited, PTO-892 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 



□ Interview Summary, PTO-413 

□ Notice of Informal Patent Application, PTO-152 

□ Other 
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U. S. Patent and Trademark OfTice 
PTO-326 {Rev. 9-97) 



Part of Paper No. 



*U.S. GPO: 1998-4S4-457/97505 
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Specification 

1. The following is a quotation of the first paragraph of 35 U.S.C. 112: • 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

The following is a quotation of 37 CFR 1.71(a)-(c): 

(a) The specification must include a written description of the invention or discovery and of the manner and 
process of making and using the same, and is required to be in such full, clear, concise, and exact terms as to 
enable any person skilled in the art or science to which the invention or discovery appertains, or with which it is 
most nearly connected, to make and use the same. 

(b) The specification must set forth the precise invention for which a patent is solicited, in such manner as 
to distinguish it from other inventions and from what is old. It must describe completely a specific embodiment 
of the process, machine, manufacture, composition of matter or improvement invented, and must explain the 
mode of operation or principle whenever applicable. The best mode contemplated by the inventor of carrying out 
his invention must be set forth. 

© In the case of an improvement, the specification must particularly point out the part or parts of the 
process, machine, manufacture, or composition of matter to which the improvement relates, and the description 
should be confined to the specific improvement and to such parts as necessarily cooperate with it or as may be 
necessary to a complete understanding or description of it. 



The specification is objected to under 37 CFR 1.71 because it fails to adequately teach 
how to make and/or use the invention, i.e. fails to provide an enabling disclosure. 

Applicant has provided a single example of a material which would work, this example has a 
"resiliency index" of 0.156 and a Shore A hardness of A5. It is not clear how applicant assumes 
that a material with a "resiliency index" in the entire range of 0.05-0.5 would work or for the 
Shore A hardness range of A2-A40, preferably A2-A14, since the only material disclosed has an 
index of 0.156 and A5 and according to the Declaration filed 5/8/98 applicant has found only one 
other material in the stated range which has an index of 0.21 8. Since applicant has stated that the 
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other commonly used shoe materials have an index above 0.6, there is no clear evidence of why 
applicant contends or assumes that an index of 0.5, 0.4 or 0.3 would be appropriate. It is not 
clear how or why a measurement of almost 3 times the index of the material applicant has found 
would be considered appropriate. 

Claim Rejections - 35 USC § 112 ^ 

2. Claims 1-18 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to enable one skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. See above objection to the specification. 

3. Claims 1-18 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 

faiUng to particularly point out and distinctly claim the subject matter which applicant regards as 

« 

the invention. 

In claims 1-3 and 9-1 1 the phrase "resiUency index " is vague and indefinite because it is not 

clear what materials applicant intends to encompass with such language. Especially since it 
appears that applicant has only been able to find two materials which fit into the categories 
claimed. 

In claims 1 and 9 the range of 0.05-0.5 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 1-3, 7-11, and 15-18 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Pendergast. 

Pendergast shows a sole made from PVC foam with a Shore A hardness of 5A-50A and 
suggests selecting a particular hardness of firmness based upon the stretch, contraction, and dwell 
desired and that the materials will exhibit the characteristic of impact absorption and compression 
(incontrast with resilience) (column 8 lines 59-69). The materials used and suggested by 
Pendergast inherently would have resiliency indexes as claimed. 



6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 4-6 and 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pendergast. 



Claim Rejections - 35 USC § 103 
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Pendergast as discussed above shows a shoe sole substantially as claimed except for the exact 
thickness of the sole. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to make the sole a thickness of between 12mm and 20mm, since it 
has been held that where the general conditions of a claim are disclosed in the prior art, 
discovering the optimum or workable ranges involves only routine skill in the art. In re AUer, 105 
USPQ 233. 

Response to Arguments 

8. Applicant's arguments filed 6/10/99 have been fully considered but they are not persuasive. 
In response to applicants* argument that all indicies below 0.6 are good, does not give basis for 

the claimed range of 0.05-0.5. 

In response to applicants' argument that the prior art does not address the problem of balance 
and stability, it is not an invention to perceive that the product which others had discovered had 
qualities they failed to detect. (National Distillers and Chemical Corporation v. Brenner, 156 
USPQ 163, 854 OF 844). 

Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing date 
of this final action. 

10. Telephone inquiries regarding the status of applications or other general questions, by 

persons entitled to the information, "should be directed to the group clerical personnel and not to 
the examiners. In as much as the official records and applications are located in the clerical section 
of the examining groups, the clerical personnel can readily provide status information without 
contacting the examiners", M.P.E.P. 203.08. The Group clerical receptionist number is 
(703)308-1148. 

If in receiving this Office Action it is apparent to applicant that certain documents are 
missing, e.g., copies of references cited, form PTO-1449, form PTO-892, etc., requests for copies 
of such papers should be directed to Ebony Smith at (703)305-3570. 

For applicant's convenience, the Group Technological Center FAX number is (703) 305- 

3579. Please identify Examiner of Art Unit at the top of your cover sheet of any 

correspondence submitted. 

Inquiries concerning the merits of the examination should be directed to Marie Patterson 
whose telephone number is (703^308-0069. 




Marie Patterson 
Primary Examiner 
Art Unit 3728 



MDP 

June 21, 1999 



